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DETAILED ACTION 

1 . Receipt of the Request for Continued Examination filed February 06, 2009 is 
acknowledged. Claims 12-25 and 39-66 remain pending in the application and are presented to 
be examined upon their merits. 

Response to Arguments 

2. Applicant's arguments filed 2/06/2009 have been fully considered but they are not 
persuasive. The applicant is respectfully asked to review the rejections below. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. The claimed invention is directed to non-statutory subject matter. Claims 12 discloses a 
system which has an interface and a processing module. These terms within the system claim 
are considered as functional descriptive material because they may be interpreted as being 
synonymous with merely software or files without the use of hardware to carryout the 
functionality. In other words, Such claimed data structures do not define any structural and 
functional interrelationships between the data structure and other claimed aspects of the 
invention which permit the data structure's functionality to be realized (see MPEP 2106.01). 
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5. Claim 21, discloses several modules that are considered non-functional descriptive 
material. A databases per se without the prerequisite structure may also be considered a file or 
software (see MPEP 2106.01). 

6. Claim 53 discloses a system claim with an issuer pricing engine. This is also considered 
functionally descriptive material (see MPEP 2106.01) 

7. Method claims 39-42, 43-52 are rejected under 35 U.S.C. § 101 because the claimed 
invention is directed to non-statutory subject matter. 

8. Based on Supreme Court precedent {Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
v. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit decisions, §101 process must 
(1) be tied to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing (the Supreme Court 
recognized that this test is not necessarily fixed or permanent and may evolve with technological 
advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). 

9. If neither of these requirements is met by the claim(s), the method is not a patent eligible 
process under 35 U.S.C. §101. 

10. In this particular case, regarding the first test, in performing the steps of the claimed 
subject matter, there is no requirement that a machine be used, thus the claims are not considered 
sufficiently tied to another statutory class. Regarding the second test, since the claimed subject 
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matter may be performed using only human intelligence, the steps do not sufficiently transform 
the underlying subject matter to be statutory. 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 12-25 and 39-66 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rodgers (WO 2001/018712) in view of Bergato (WO 1999/0055629). 

13. Rodgers discloses a Web-based purchasing method using a networked computer system 
(100) to facilitate the purchase of merchandise by a purchaser (130 ) from a seller (140), 
including buyer approval (page 8 lines 11-12), transaction accounts (page 7 lines 12-14), terms 
and conditions (page 6 lines 18-21) and variable pricing (page 12 lines 28-30). The pricing of 
venues participants, referral services, escrow services would be stored in a database and thus 
considered inherent to Rodgers. 

14. Rodgers does not disclose the applicant's database per se. 

15. Bergato discloses a data processing system (10) and method including a host processor 
(12) and remote terminals (26), for facilitating transactions in precious stones such as diamonds 
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are set forth." I consider that BEP, GATO includes buyer approval (page 29 lines 27-29), 
transaction accounts (page 15 lines 11-14) and variable pricing (page 9 lines 24-27). 

Furthermore, terms and conditions are included in such things as buyer approval and the like. As 
in Rodgers, it is inherent that a database would store such information linking diamond weight 
to the fee for the clearing house. Thus, the disclosure of the database is a funcition equivalent to 
your variable pricing matrix. 

Thus it would have been obvious to one of ordinary skill in the art at the time of the 
invention to include or substitute the database as taught by Bergato in the system of Rodgers, 
since the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL S. FELTEN whose telephone number is (571)272-6742. 
The examiner can normally be reached on Flex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on (571) 272-6803. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Daniel S Felten 
Primary Examiner 
Art Unit 3696 
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Primary Examiner, Art Unit 3696 



